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Before JERRY SM TH, LALL and BLANKENSHI P, Adnini strative Patent
Judges.

LALL, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal under 35 U.S.C. § 134 from
the examner’s final rejection of clains 1 to 9, 13 and 14.

Clains 10 to 12 have been cancel ed.?

! Applicants’ anmendnent filed March 31, 1998, canceling
clains 10-12, should be formally entered, in accordance with
the indication in Part 3 of the Advisory Action mailed Apri
(continued...)
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The invention is directed to a magneti c recordi ng head
having a substrate and cl osure el enment separated by a first
gap and conprising a recording track |ayer deposited on the
substrate, and a patterned gap | ayer deposited on a flat
surface of the closure element. The first gap |ayer has a
known nonpl anar topography along a side facing the flat
surface of the closure elenent. |In order to prevent the
creation of localized air gaps within the first gap | ayer and
the closure elenent, the patterned gap |ayer is fornmed on the
pl anar surface of the closure element with a topography
inverse to that of the first gap layer. As a result, the gap
separating the substrate and the closure elenent is
substantially filled. Because the localized air gaps are
filled to provide structural support for the closure el enent,
the present invention is able to effectively reduce and/ or
elimnate mcro chipping during |apping or grinding of the

closure elenent at the tinme of manufacture. A further under-

(. ..continued)
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standi ng of the invention can be achieved by the foll ow ng
claim

Claim1l is reproduced bel ow.

1. A magnetic recording head for at |east one of reading
fromand witing to a nmedi um novi ng across the head,
conpri si ng:

a substrate;

a closure separated fromsaid substrate by a gap, wherein
said closure has a substantially planar surface and is forned
froma magnetic materi al

a gap |l ayer deposited on said substrate in said gap, said
gap | ayer having a first nonpl anar topography al ong said gap;
and

a patterned gap filler |ayer deposited on said
substantially planar surface of said closure having a second
t opography al ong said gap that inversely corresponds to said
first nonplanar topography such that said gap between said
substantially planar surface of said closure and said gap
| ayer is substantially filled by said patterned gap filler
| ayer.

The exam ner relies on the follow ng references:
Sundaram et al . (Sundaram 5,394, 285 Feb. 28, 1995

Canon (Japanese) 2- 299107 Jan. 31, 1990

2 Qur decision is based on the PTO English translation of
this reference, a copy of which is enclosed with this
deci si on.
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Clains 1 to 9, 13 and 14 stand rejected under 35 U S. C
§ 102 as being anticipated by Sundaram

Clains 1 to 3 stand rejected under 35 U S.C. § 102 as
bei ng antici pated by Canon.

Clains 4 to 9, 13 and 14 stand rejected under 35 U S. C
§ 103 as bei ng unpatentabl e over Canon in view of Sundaram

Rat her than repeat verbatimthe argunents of appellants
and the exam ner, we nake reference to the briefs3 and the
answer for the respective details thereof.

OPI NI ON

We have considered the rejections advanced by the
exam ner
and the supporting argunents. W have, |ikew se, reviewed the
appel l ants’ argunents set forth in the briefs.

W reverse.

REJECTI ON UNDER 35 U.S.C._§ 102

A prior art reference anticipates the subject of a claim
when the reference discloses every feature of the clained

invention, either explicitly or inherently (see Hazani V.

® Areply brief was filed as Paper No. 15. The exam ner
noted its entry, see Paper No. 16.
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Int'l Trade Commin, 126 F.3d 1473, 1477, 44 USPQ2d 1358, 1361

(Fed. Gir. 1997) and RCA Corp. v. Applied Digital Data Sys.,

rnc.,
730 F.2d 1440, 1444, 221 USPQ 385, 388 (Fed. Cir. 1984)).

The exam ner rejects clains 1 to 9, 13 and 14 at pages 2
to 4 of the final rejection. The nmain contention between the
exam ner and the appellants is that the nonpl anar topography
on the gap side layer of the closure elenment and on the gap
side layer of the substrate elenment are of inverse shape so
that the gap is elimnated between the two | ayers. The
exam ner asserts, final rejection at page 3, that "[a]lthough
not specifically recited in Sundaram the layer (304) is seen
to be filled with a non-interactive material (to prevent the
| odgi ng of material in the otherw se open gap area, as in
usual and well -known)." Appellants argue, brief at page 4,
that "[b]ecause gap 304 (in Sundaram is not substantially
filled, and layer 312 is not deposited on the planar surface
of the closure, Sundaramfails to satisfy this test for
anticipation."”

We disagree with the exam ner’s position. W note that

t he exam ner has pointed to no place in Sundaram or provided
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any ot her evidence, to show that gap 304 in Sundaramis filled
with a non-interactive material as asserted by the exam ner.
FromFigures 3, 5 and 6, it is clear that Sundaram shows a gap
304 existing between the gap | ayer of the closure el enent and
the gap | ayer of the substrate el enent.

Further, the exam ner asserts that the exam ner is going
to call 212 of Sundaram as the clainmed substrate and | abel 308
as the clained closure element. |In fact, the exam ner asserts
that he is going to consider gap 304 as a part of the closure
el enent, and that elenent 312 is deposited on the closure
el ement so that it provides the topography along the gap that
i nversely corresponds to the nonplanar topography of the
nonpl anar geonmetry conprising of elenments 302 and 306 on the
substrate 212, see Figure 3 (answer, pages 2-3). Even if we
assune that the examner is justified in calling el enent 308
as the closure elenent and el enent 212 as the substrate, which
is contrary to what Sundaramcalls them we still do not see
how the examner is justified in nmaking gap 304 as a part of
the closure elenent 308. Furthernore, we do not see how
el enent 312 is deposited on the substrate as recited in the

cl ai ms.
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Therefore, we do not sustain the anticipation rejection
of claimse 1 to 9, 13 and 14 by Sundaram

The exam ner rejects clains 1 to 3 as being antici pated
by Canon at page 4 of the exami ner’s answer. The exani ner
asserts, final rejection at page 4, that "substrate (7-6);
closure (7-5 and 7-3); gap layer (including 7-4 and 7-2);
patterned gap filler layer (7-1) having a topography inversely
corresponding with that of the gap |layer so that the gap
bet ween the planar surface of the closure and substrate is
substantially filled.” However, we agree with appellants
that, brief at page 5, "a nonnetal |ayer
7-3 interposes layers 7-1 and 7-5, and does not have an
i nverse topography. Neither layer 7-1 nor 7-3 neet the

limtations of being deposited on the planar surface of the

cl osure and substantially filling the gap between the cl osure
and gap | ayer deposited on the substrate.” W also note that
in Figure 1 of the Canon reference there still exists gaps W

and W between the substrate and the closure el enent. W,
therefore, also do not sustain the anticipation rejection of
claims 1 to 3 by Canon.

REJECTI ONS UNDER 35 U.S.C. 8§ 103
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In our analysis, we are guided by the general proposition
that in an appeal involving a rejection under 35 U.S.C. § 103,

an exanm ner is under a burden to nake out a prima facie case

of obviousness. |If that burden is nmet, the burden of going

forward then shifts to the applicant to overcone the prinma

faci e case with argunent and/or evidence. QObviousness is then
det erm ned
on the basis of the evidence as a whole and the relative

per suasi veness of the argunents. See In re Cetiker, 977 F. 2d

1443, 1445, 24 USPQRd 1443, 1444 (Fed. Cir. 1992); In re

Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. Gr

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). W are further guided by the
precedent of our reviewng court that the limtations fromthe
di scl osure are not to be inported into the clains. In re
Lundberg, 244 F.2d 543, 113 USPQ 530 (CCPA 1957); ln re
Queener, 796 F.2d 461, 230 USPQ 438 (Fed. Gr. 1986). W also
note that the argunments not nade separately for any individual
claimor clains are considered waived. See 37 CFR § 1.192(a)

and (c). In re Baxter Travenol Labs., 952 F.2d 388, 391, 21
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UsP2d 1281, 1285 (Fed. Cir. 1991) (“It is not the function of
this court to examne the clains in greater detail than argued
by an appel | ant, | ooking for nonobvi ousness distinctions over

the prior art.”); In re Wechert, 370 F.2d 927, 936, 152 USPQ

247, 254 (CCPA 1967)(“This court has uniformy followed the

sound rule that an issue raised below which is not arqued in

that court, even if it has been properly brought here by
reason of appeal is regarded as abandoned and will not be
considered. It is our function as a court to decide disputed
i ssues, not to create them?”).

The exam ner rejects clainms 4 to 9, 13 and 14 as being
unpat ent abl e over Canon in view of Sundaram at pages 5 and 6
of the final rejection. The exam ner uses Sundaram for the
teaching that a gap layer would include read and wite tracks
and that a magnetic head could be used in a tape recording
environnment. See page 5 of the final rejection. However, we
note that neither Canon nor Sundaram provides for the
defici ency noted above regarding the inverse geonetry of the
gap | ayers on the substrate and the cl osure el enent.
Therefore, we do not sustain the obviousness rejection of
t hese clains over Canon and Sundaram
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I n concl usion, we reverse the decision of the exam ner
rejecting under 35 U.S.C. 8 102 clains 1 to 9, 13 and 14 as
bei ng antici pated by Sundaram and clains 1 to 3 as being
antici pated by Canon. W also reverse the decision of the
exam ner rejecting under 35 U S.C. 8§ 103 clains 4 to 9, 13 and
14 as bei ng obvious over Canon in view of Sundaram

REVERSED

Jerry Smith )
Adm ni strative Patent Judge )
)
)
)
Parshotam S. Lall ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Howard B. Bl ankenship )
Adm ni strative Patent Judge )
PSL/jg

Timothy R Schulte

St orage Technol ogy Corporation
2270 South 77th St, Ms-4309
Louisville, CO 80028-4309
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